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DETAILED ACTION 

1 . Claims 17-30 are pending. Claim 17 has been amended in the response filed 
10/21/09 entered as Request for Continued Examination (RCE) with Amendment, New 
or Additional Drawings and a Request for Extension of Time. 

2. The Drawings have been considered and entered. 

3. The 35 USC 112, First Paragraph Rejection for claims 17-30 has been overcome 
by Applicants' amendment and is hereby withdrawn. 

4. The 35 USC 112, Second Paragraph Rejections from the Office Action mailed 
4/21/09 have been overcome by Applicants' amendment and are hereby withdrawn. 
However, there are still remaining 35 USC 112, Second Paragraph Rejections as set 
forth here below. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/21/09 has been entered. 

Claim Objections 

Claims 18-30 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
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in proper dependent form, or rewrite tlie claim(s) in independent form. Rule 1 .75 (c ) 
provides tliat "[0]ne or more claims may be presented in dependent form, referring back 
to and further limiting another claim or claims in the same application. See also MPEP 
608.01 (n), under the heading "III Infringement Test", second paragraph, wherein it 
states, "[t]he test for a proper dependent claim under the fourth paragraph of 35 USC 
1 12 is whether the dependent claim includes every limitation of the claim from which it 
depends". See MPEP 608.01 (n). 

Applicants' are respectfully requested to see claim 2 in reference (US 5,897,260) 
Zingher for this objection. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 17 recites "a first computer" which leads a person to 
believe there is a second computer which is missing in the claim limitations. Also, 
nothing in the claim limitations happens with "a first computer having a computer- 
implemented database It is suggested that the "a first computer" be changed to "a 
computer". Claim 17 also recites "a print processing facility, wherein compares 
the event data to one or more predefined event rules that determine one of that the 
printed product should be produced and that the printed product should not be produced 
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and, in response to automatically generates a print order ..." which is vague, 
indefinite, and confusing as written. 

The dependent claims 18-30 are rejected because of their dependency on a 
rejected base claim. 

"An essential purpose of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncertainties of claim scope be 
removed In re Zletz^Z USPQ2d 1320 (Fed. Cir. 1989). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Greulich et al. disclosed the creation and ordering of custom business forms and 
transferring the order to a print facility for printing. 

As a preliminary matter, it is noted that the Attorney is not listed in the Patent 
Office system. It is suggested that the Attorney file a Power of Attorney. 

Response to Arguments 

Applicant's arguments with respect to claims 17-30 have been considered but are 
moot in view of the new ground(s) of rejection. 

USPTO personnel are to give claims their broadest reasonable interpretation in 
light of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 



Application/Control Number: 09/479,918 Page 5 

Art Unit: 3696 

1023, 1027-28 (Fed. Cir. 1997). Limitations appearing in tlie specification but not recited 
in tlie claim sliould not be read into tlie claim. E-Pass Techs., Inc. v. 3Com Corp., 343 
F.3d 1364, 1369, 67 USPQ2d 1947, 1950 (Fed. Cir. 2003) (claims must be interpreted 
"in view of the specification" without importing limitations from the specification into the 
claims unnecessarily). In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550- 551 
(CCPA 1969). See also In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 1322 
(Fed. Cir. 1989) ("During patent examination the pending claims must be interpreted as 
broadly as their terms reasonably allow.... The reason is simply that during patent 
prosecution when claims can be amended, ambiguities should be recognized, scope 
and breadth of language explored, and clarification imposed.... An essential purpose of 
patent examination is to fashion claims that are precise, clear, correct, and 
unambiguous. Only in this way can uncertainties of claim scope be removed, as much 
as possible, during the administrative process."). 

When the Objections and Rejections are overcome and if there are not any new 
references found to reject the claims the application will be allowed. 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday, Tuesday, and Thursday from 5:30 
AM-3:00PM. The Examiner usually works at home on Wednesdays and is Off on 
Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Trammell James can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3696 

December 30, 2009 



